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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to connmunication(s) filed on 20 July 2005 . 
2a)^ This action is FINAL. 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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Application Papers 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 
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DETAILED ACTION 

1. This communication is in response to amendment filed 7/20/05 

Response to Amendment and Arguments 

2. Claims 1 and 5-18 are currently pending. In response to the applicant's 
arguments, the restriction by original presentation has been withdrawn. Accordingly, 
amended claim 1 and new claims 5-18 have been examined. 

35 use 101 Rejection 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, 
machine, manufacture, or composition of matter, or any new and 
useful improvement thereof, may obtain a patent therefor, subject to 
the conditions and requirements of this title. 

4. Claims 1 and 5-18 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

The basis of this rejection is set forth in a two-prong test of: 

(1) whether the invention is within the technological arts; and 

(2) whether the invention produces a useful, concrete, and tangible result. 

5. The claiin(s) recite technology only in the preamble. None of the steps of the 
method claims support computer implementation. (Applies to claims 1, 2-8) 
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For a claimed invention to be statutory, the claimed invention must be within the 
technological arts. Mere ideas in the abstract (i.e., abstract idea, law of nature, natural 
phenomena) that do not apply, involve, use, or advance the technological arts fail to 
promote the "progress of science and the useful arts" (i.e., the physical sciences as 
opposed to social sciences, for example) and therefore are found to be non-statutory 
subject matter. For a process claim to pass muster, the recited process must somehow 
apply, involve, use, or advance the technological arts. The phrase "technological arts" has 
been created and used by the courts to offer another view of the term "useful arts". See In 
re Musgrave, 167 USPQ (BNA) 280 (CCPA 1970). Moreover, the courts have found 
that a claimed computer implemented process was within the "technological art" because 
the claimed invention was an operation being performed by a computer within a 
computer. See/« re Toma, 197 USPQ (BNA) 852 (CCPA 1978). Finally, the Board of 
Patent Appeals and Interferences (BPAI) has recently affirmed a §101 rejection finding 
the claimed invention to be non-statutory based on a lack of technology. See Ex parte 
Bowman, 61 USPQ2d (BNA) 1669 (BdPatApp&Int 2001). 

As to technological arts recited in the preamble, mere recitation in the preamble 
(i.e., intended or field of use) or mere implication of employing a machine or article of 
manufacture to perform some or all of the recited steps does not confer statutory subject 
matter to an otherwise abstract idea unless there is positive recitation in the claim as a 
whole to breathe life and meaning into the preamble. 

In the present case the process steps of receiving initial values, calculating a total 
bid value, receiving an updated value and automatically calculating an adjusted value are 
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all broadly interpreted as being performed without the aid a computer. None of the 
limitations of the dependent claims render the invention in the technological art. 

[State Street Analysis] The claims do not produce useful, concrete and tangible 
result (applies to all claims) 

Despite the express language of §101, several judicially created exceptions have 
been established to exclude certain subject matter as being patentable subject matter 
covered by §101. These exceptions include "laws of nature", "natural phenomena", and 
"abstract ideas". Sqq Diamond v. Diehr, 450, U.S. 175, 185, 209 USPQ (BNA) 1, 7 
(1981). However, the courts have found that even if an invention incorporates abstract 
ideas, such as mathematical algorithms, the invention may nevertheless be statutory 
subject matter if the invention as a whole produces a "useful, concrete and tangible 
result." See State Street Bank & Trust Co. v. Signature Financial Group, Inc. 149 F.3d 
1368, 1973, 47 USPQ2d (BNA) 1596 (Fed. Cir. 1998), Furthermore, the court found that 
there was no "business method exception" since the court decisions that purported to 
create such exceptions were based on novelty or lack of enablement issues and not on 
statutory grounds. Thus, in order for a claimed invention to be statutory, the claimed 
invention must produce a useful, concrete and tangible result. [''Usefulness'* may 
be evidenced by, but not limited to, a specific utility of the claimed invention, 
'Voncreteness " may be evidenced by, but not limited to, repeatability and/or 
implementation without undue experimentation. 'Tangibility'* may be evidenced 
by, but not limited to, a real or actual effect.] 
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In the present case, the claims when viewed as a whole fail to produce a 
useful, concrete and tangible result. Although, the claim(s) produces an useful and 
tangible result (calculating an adjusted value for the total bid), they fail to produce 
a concrete result. This is because, the total bid value itself requires that an user 
determine the weight factor associated with line item. Since different users will 
determine weight factor according his or her own preference or desire, one cannot 
assure the repeatability and implementation without undue experimentation. 
Therefore, it is concluded that the claims in the present form fail to meet the 
requirements as outlined in the State Street case analysis. This analysis applies to 
all claims. 

6. Claim Rejections - 35 USC § 112 
7 i>. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

^ ^, Claims 1 and 5-18 rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for faihng to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claims are rendered indefinite due to the following reasons. 

Claim 1 recites in the first receiving step that the initial value is received for each 
bid variable and then describes the source of the initial values. Then the claims recites the 
"environment" in which the receiving step occurs. In particular the receiving step recites 
that the initial values are received fi"om "one of a plurality of enterprise supplier bidders 
for a lot of goods sponsored by an enterprise buyer". The claim limitation further 
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describes the lot of goods as having a plurality of line items associated with a bid 
variable. This recitation of the receiving step fails to specify how the initial values for 
each bid variable received relate to the plurality of line items which are part of the lot of 
goods. The examiner has assumed that the limitation reads as follows: 

"wherein each the bid variable is defined by (or comprising) a plurality of line 
items associated with the lot of goods..". 

The claim further recites the calculating step which is also defective because it does 
not clearly define the relationship of the "predetermined formula" to the total bid. The 
claim states that the total bid is calculated by performing a function on the bid variables 
(those received in the prior step) using the initial values. This calculation requires that 
the bid variables and the initial values be defined, received or calculated prior to the 
calculating step is performed. However, the receiving step fails to positively define and 
provide antecedent basis for "the bid variables". 

Note that similar deficiency is also present in the apparatus (system) claim 18. 

AppUcant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time pohcy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than 
SIX MONTHS from the date of this final action. 



The prior art made of record and not relied upon is considered pertinent to 
appHcant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to JAGDISH PATEL whose telephone number is (571) 272- 

6748. The examiner can normally be reached on 800AM-600PM M-Th. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached on (571) 272-6747. The fax phone number 
for the organization where this application or proceeding is assigned is 517-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 




lagdish N. Patel 
(Primary Examiner, AU 3624) 



9/21/05 



